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constitutes an impurity which is to be removed from the ionic liquids. 3 ) Additionally, 
further Specified the nature of the polar, high boiling coimpouiid wMch cdttt^i^es th6 i^b liquid 
and which is Sought to be removed by the claimed process on the basis of the inic»inati6n provided 
on pa^p 11, indicated lines 14 to 21, of the application as a compound "wkid} cdn^^& 
completely from the ionic i liquids by way of a distillation and/or which has a vapor pre& 
than about 10 mbar at room temperate^ 

The clarifications in the claims are deemed to fully obviate the issufcs which wytc maintained 
and/or raised by the Examiner in the final Office action and are, therefore, c^d^^lac^ 
application is condition for allowance. Favorable action is respectfully sdlkfted. 

The Examine rejected aaiiM 
pated by, and in the alternative uijder 35 U.S.C. §103(a) as being ^ 
of Earie et a/. (US 2004/6015009). 

Hie respective reference addresses a process for die oxidation of alkyl- 
which is conducted in the presence of an ionic liquid. 5 ) Additionally, Bark * 4fc flien^^ 
This invention also allo%vsfor the separation of the ionic liquid and product by physical Or 
chemical means such as distillation, steam distillation, azeotropic distillation, salMi/nation, 
gravity separation, solvent extraction, crystallization, superc^ 
matography. >; 

The separation referred to by Earte et aL is, however, as further study of the d^^^wvsal^ 
marily a separation of the product without regard to the purify of the ionic liquid. TY^^iiiffa 
example, apparent from the emanations provided on page 8, paras: [0042] Mid [0043] of 0 refer- 
ence, which point out that a combination of ionic liquid/acidic promoter can be separated from the 
product and can be recycled and reused, / / 

When taken as a whole for what it reasonably conveyed to a person ofwdfeary skill in the art/ 
the teadiing of Earie etah accordingly provides information which is pertinent with ^reg^^ihe 
preparation and purification of the oxidation product. The purity of the ionic -iiq^^^ifibv^: 
employed and/or reeled in the course of the oxidation procedure is of no concern to Earte e£aL 
and accOTdiiigly the reference does not convey any information which is pbrtment to cx^^fi^s 
which have to be taken into account in the purification of ionic acids, ie. the subject iria^er Of appli^ 
cants invention* ' : . 

While the teaching of Earie etal. may be considered to dirclose fh& 
togjaphy are interchangeable methods as the Examiner stated on page 8 of the Office a^n^ ijifi^^ 

3) Cf., e.g., page 11, indicated lines 14 to 21, of the application. ■*'"*.' 

4) Ct also page 14, indicated lines 15 to 34; of the application. 

5) Cf.,e.g., page 1 para. [0001], of VS 2094/0015009. : > >..:•* 

6) a. page 1, para. [0(^ 
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changeability of the methods is clearly only applicable to the extent tixat £^e ^.'s s^atiem 0f 
the oxidation product from the reaction mixture is concerned. TTie intercta 

with regard to the purposes of Earie et al. >$ procedure can, however, not be considered as a sugges- ; 

tion that a similar mterchangeability exists where other components aie to be purified. In fact, the 

interdiangeabiUty does not apply where applicants' purification method i^c^^ 

pressed in applicants 5 claims as herewith presented Md explained, for ex^ple, on^ 

lines 14 to 21* of the application, since the impurity which is to be removed in accordance with ^i^i 

cants' inventions is a "polar, high boiling compound which cannot be removed completely from the 

ionic liquids by way of a distillation and/or 

Anticipation under Section 102 can be found only if a reference shows eiactiy what is : \ 
claimed, 7 ) The fact that claimed subject matter may be encompassed by a generic disciositte ddes; 
not by itself establish obviousness of the claimed subject matter, 8 ) and anticipation is the ultimate 
or epitome of obviousness.^ 

disclosure which encompasses claimed subject matter, the test for anticipation is one of identify 
which means that the identical invention must be shown in the reference in as complete detatt as is 
contained in the claim. *<>) In f act, the Federal C^aut has stated that it is e^ 

log of separate parts, in disregard of the part-to-part relationships set forth in the dato^t ^ve nJ 
those claims theirs 0> 
anticipation under Section 102 the teaching of Earie et al can clearly not be deemed td ^ticip^te S 
the subject matter of applicants' claims. ^ 

The teaching of Earie etaL can also not be deemed to render aj^licants' invehtidn prima focie = 

obvious within the meaning of Section 103(a). The Examiner took the prisitibn that it wpuid have >• 

been obvious to optimize the elementfrof £arf<? etaL to enhance the separ^ion: However, a pittic^ : 

parameter must fim be recognized as a res^ : ITS 

recognized result, before the detennination of ^ Q 
be characterized as routine experimentation. 12 ) The teaching of EaHe etaL does not address; or even 

7) a. Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Or. 1985): in re Marshall 577 *,2d °^ 
301, 198 USPQ 344 (CCPA 1978); In re Kalm 378 R2d 959, 154 USPQ 10 (CCPA 1967). - 

8) aJnreBalrd, 16F.3d 380, 29USPQ2d 1550 (Fed. Or. 1994); see also ComingGlass Wdrksv. SumitcmoElec- 
tric U.SA., 868 F.2d 1251, 9 USPQ2d 1962 (Fed. Cir. 1989), which holds that a ^nas does not inherently dfc- 
close all species; and In re Jones, 958 F.3d 347, 21 USPQ2d 1614 (Fed. Cir. 1992), which holds that a gei*ns 

does not render all species that happen to fall within the genus obvious. ■"•.*•>'. ' 

9) Cf. In re Grose, 592 F.2d 1161, 201 USPQ 57 (CCPA 1979). 

10) C*. Richardson v. Suzuki Motor Co., 868 F.2d 1226, 9 USPQ2d 1913 (Fed. C3r. 1989). 

11) Cf. Liridemann Maschinenfabrik v. American Hoist & Derrick Co., 730 F.2d 1452, 22i USPQ 481 (Fed. CSr. 
1984). „ -...V * 

12) In re Antonie, 559 E2d 618, 195 USPQ 6 (CCPA 1977) (The claimed wastewater treatment device had a tanj: 
volume to contractor area of 0.12 gal^sq. ft. The prior art cUd not recogiiize that treatmeM 

of the tank volume to contracted ratio, and therefc^ 
be a result-effective variable.). 
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suggest or imply; parameters which are critical with regard to the purificatido of ionic aA$4i& 
the reference accordingly cannot be taken as a starting point for optimizing pat^^ mMyi^ 
to a purification of ionic acitfc. To the contrary, any optimization conducted oh the b^bf ^e t^di: 
ing ot Earle et al. would have to aim at improving the fjurity of the oxidation product As noted 
above, the purity of the ionic liquid >vhich is employed and/or recycled in the course bf thb oxic&tiftn y 
procedure is of noooncera to Bade eial w and accordingly the reference does not cdnyey iitfbrm^tion 
pertaining to the purification of ionic liquids. The Examiner's position that a^canifc* ^prod^is a 
mere optimization of the procedure of Earle et al. is, therefore, not deemed to be wejl fei^h- ; 

Moreover, three basic criteria have to be met in order to establish ^a^^jfe^ <^pf b^k^ 
ness: 13 ) 

(1) There must be some suggestion or motivation, either in the references themsely^&r in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine the reference teachings, 

(2) there must be a reasonable expectation of success, and . <J 

(3) the prior art reference or the combined references must teach or sugggst sill off the daim limita- 
tions. : f;>. ■ • 

Additionally, the teaching or suggestion to make the claimed combination and the jneas^^ 
tatioh of success must both be found in the prior art andcannot be based on the ^pUcstit'a xfiacMi/ 
sure. 14 ) At least two of those three basic criteria are riot met where the teaching of Earle et it and 
applicants* invention are concerned. 

On the one hand, the suggestion or motivation to do what applicants have done is Lli^ng. 1^6; 
teaching of Earte etal recycle used ionic liquid in mixture with uS^ridic|fr^ 
ence of either starting materials or product in the recycled matter is of no consequence; Aaa^din^y^ 
the reference cannot reasonably motivate a person of ordinary skill in the art to seek out possibilities 
to purify the ionic acids. On the other hand, the reasonable expectation of success is lacking because 
the teaching of Earle et al. is silent with regard to means or measures which are suitable to achieve 
the goal of purifying an ionic liquid. Accordingly, the teaching of Earleet al. cannot be deemed to 
render applicants* process prima fade obvious within the meaning of Secti^ ■ 

In ligit of the foregoing it is respectfully requested that the rejection of dbims l to 3 ■ I! to If 
and 13 under Sections 102(b) and 103(a) based on the teaching of Earle et al fee withcSavm. Favor- 
able action is solicited. 

For essentially the same reasons the Examiner 's arguments for rejecting Claims 1 : to3, $ to 11 
and 13 under Section 103(a) based on the teaching of Earle et ail. (ibid.) alone or when taken in view 

13) a.MPEP§2143, • -^'v -- -; 

14) In re Vheck, 947 R2d 488, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991), . 
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of the msclosures of Hackh 's Chemcal Dictionary antfe^^ 

eial. (US 4,751,291) are itot deemed to apply to the claims as herewi^ preyed by ap^a&4 

The Examiner applied in this context the disclosures of Hackh's Q^O^&Spic&fo^^^^ ■ 
wakietal and of Thiem etaL to show that certain compounds which are : enCoite'^i^p^^V.'. 
dure of Earle et aL can be considered as high boiling and polar compounds iiowe^^B^r oi: 
notthese compounds are within the realm of the ''polar, high boiling compound which camot Bei*- J 
moved completely from the ionic liquid by way of a distillation and/or saUcompdu^h^»vap^ . 
pressure of less than about 10 mbar at room temperature," is not deemed 'f^^ji66$^^^$v 
the determination of obviousness of applicants' invention. According to me ptooe<hu« addl^ed xn 
the teaching of Earieetal., the used ionic tiquid remains to be "comami^ 
moter and, as pointed out, the presence of either starting materials or oxidation product in the used 
ionic liquid is of ho consequence since the ionic liquid/acid promoter is recycled. While certain ' 
amounts of the oxidation products are removed by distillation, the primary reference contains noth- 
ing which would suggest or imply that the respective isolation of ttfe product at the same lime $S&-K 
vides for a purification df the iqnic liquid from the impurities which are removed m accbruitttoij with . '. 
applicants' process. 

Neither one of the secondary references can therefore be considered to a^ : gj 

motivation to do what applicants have done. Even when the teaching of Earie et al is taken m view ITi 
of the referenced disclosures a person of ordinary skill in the art would riot ^ha^bee^mot^^ to ^ 
purify me ionic liquids from any polar, nigh boiling compounds because such compounds are; to jib ! > 
procedure of Earle et al, valuable constituents of the recycled stream. The referenced disclosures 
can also not be deemed to contribute to a reasonable expectation of success smce neither dhe of tihe : 
secondary references nor die teaching of Earle et al. is reasonably concerned with the purifyingan : . 2j 
ionic liquid from the contaminating impurities specified m applicants' clahns. S; 

In light thereof, it is respectfully requested that the rejection of Claims tjto 3,- 8 to 11 and 13 • 
under Section 103(a) based on me teaching of Earie et al. when taken atone or wb«n^en'''m'vie# ;- : Q 
of the disclosures of JSacftA's Chemical Dictionary and either Kawakietal or Thiem etal be ■ i^O 

drawn. Favorable action is solicited. ';. ' '• 

The Examiner further rejected dependent claims under Section 103(a) based on me teaching 
of Earieetal (ibM.) alone or view of Hackh 's Chemical Dictionary and either Kawakietal. (S4<L) 
or Thiem etaL (ibM.), further in view of Snyder {Introduction to Modern IJquid Chromatography, John / 
WUy&SonsNe*York,1979,p*ges270-i72,285,^ 
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or further in view of Wassencheid a dL's "Ionic Liquids in Synthesis ^ 

dent claim is non-obvious under 35 U.S.C §103, then any claim depending therefrom is ^^>b- • 
" vious. 16 ) 

The disclosure of Snyder is applied by the Examiner in this context for stating that i^;^ 
change was the first of various Uquid chromatography methods to be used widely under modern con. , 
ditious, and the Examiner argued that a person of ordinary skill in the art would therefore h^Ve been 
motivated to employ ion exchange in the separation conducted in the procedure ofE^M&^ 
respective separation of Earie et al. is, as explained above, directed to a purification of the bxid&tiiRi 
product and not, as required in accordance with applicants' invention, to a purification of the ionic 
tiquid. Ac^dingly, a modification of the pr(^ 

secondary references including the disclosure of Snyder does not result tri the process disclosed and 
claimed by applicants. 

The same applies, mutatis mutandis, where the Examiner applies the disclosure of G^rfeoW as 
motivating a person of ordinary skill in the art to employ a simulated mb 

separation conducted by Earle et ai. Again, a modification of the procedure of Earle etal. invieW 

of the disclosure of the secondary references including the disclosure of Gerhold does tt^ 

the process disclosed and claimed by applicants because the separation of Earle etaL dc^ ^ot aim 

at a purification of the ionic liquid. M 

IU 

The disclosure of Wassenchetd et aL was ^pliedbytheExamtoerint^ / ^ 

ofClaim 11, and for stating that any volatile compound niay be removed iroib ^ 

tillation. The respective statement^ .<| 

pticants' process ac^rding to Oaim ^ 

ence. -V. 'S^./ 

With regard to all of these aiguments made by the Examiner, he reasons why twoof'the thtee ® 
basic criteria for establisbing a prima fade case of obvious^ 

forth in the foregoing are, therefore, equally applicable, Acawxtihgly, applicants respectfully irequest^ O 
that tte respective % Q 

Favorable action is solicited. ; ; - 

Additionally, the Examiner rejected Qaims i to 4 and 6 to 13 under 35:US.Q §U^^ aS > ^ 
being indefinite for failing to allow a determination of the meaning of 

1^ (a) Claims 2, 6, 7, 9 and 12 ba^ _ 
et aLor Thiem etaL, andfiirther in viewof S nj&r (Introduction to Modern Uqute 
i& Sons New York, 1979, pages 270^272,285, and 420-411); 

(b) Claim 4 based on the teaching of Earie etaL alone or in view of Hackh's ^ eiih^r KawaM etaL or Thiem 
etA, and further in view of Gerhold (US 4,402,832); and 

(c) Claim 11 based on the teaching of Earle etai. alone or in view of Hackh'sand either KawaJa etaL or Thiem 

and furthers view of tffess^ 

16^/n«Fte,837 E2dl^^ " 
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Favorable recoi^ideratidn of the Examiner's position and withdrawal of the respeoriye re^eitibn is 
respectfuuysottcited in light of the clarifying wording "... compoundwhich cannot be removed com- 
pletefyfrom the ionic liquids by way of a distillation and/or which has a vapor pressure of less than 
about 10 mbar at room temperature" which applicants have added to Claims 1 and 8. 

In light of the foregoing and the attached, the application should now inception for ^o^ " 
ance. Favorable action is solicited. Early action by the Examiner would be greatly appreciated by 
applicants. . 

Please charge any shortage iii fees due in connection with the filing of this paper, including 
Extension ofllme fees, to Deposit Account No. 14.1437. Pl^a^ my cxoi^^^s^^ ' . 
posh account. 

Respectfully submitted, 
NovakDrucf. DeLuca& Quigg 



A 



Jason D. Voight 
Reg. No. 42,205 
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